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LOUIS VUITTON MALLETIER, S.A,,
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-V- : OPINIONAND ORDER

MY OTHER BAG, INC,

Defendant.

JESSE M. FURMANUNnited States District Judge:

Defendant My Other Bag, Inc. (“MOB™%ellssimplecanvas tote bags with the text “My
Other Bag . .” on one side andrawings meant to evoke iconftandagsby luxury designers,
such as Louis Vuitton, Chanel, and Fendi, on the othiB’s totes— indeed its very
name— area phly on theclassic “my other car...” novelty bumper stickersvhich can be seen
on inexpensiveheat up cars acrofise countryinforming passersby— with tongue firmly in
cheek— thatthe driveis “other cat is a Mercedegor some other luxury car brandfhe “my
other car” bumper stickers are, of course, a jekariff, if you will, on wealth, luxury brands,
and thesocial expectations @fho would be driving luxury and ndoxury cars MOB'’s totes
are just as obviouslg joke, and one does not necessarily need to be famitlathe “my other
car” tropeto get the joke or tget the fact that the totese meant to be tek in jest.

Louis Vuitton Malletier, S.A. (“Louis Vuitton”), the maker of Louis Vuitton bags, is
perhaps unfamiliar with the “my other car” trope. r@aybeit just cannot take a joke. In either
case, it brings claims against MOB with respect to MOB tibigsare concededly meant to

evoke iconic Louis Vuitton bags. More specifically, Louis Vuitbsimgs claimsagainst MOB
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for trademark dilution and infringement under the Lanham Act, 15 U.S.C. § 112%{@)m of
trademark dilution under New York law; and a claim of copyright infringement. MOB now
moves for summary judgment on all of Louis Vuit®alaims Louis Vuittoncrossmoves for
summary judgment on its trademark dilution claims and its copyright infringement aelad
movesalsoto exclude theestimony of MOBs expert and to strike the declarations (or portions
thereof) of MOBs expert and/lOB’ s founder and principal. For the reasons that follow,
MOB’s motion for summary judgment is granted and Louis Vuitton’s motions are all denied.
BACKGROUND

The relevant factgaken from the Complaint and admissible materials submitted in
connection with the pending motioraegeeither undisputed or described in the light most
favorable ta_ouis Vuitton See Costello v. City of Burlingtp632 F.3d 41, 45 (2d Cir. 2011).
Louis Vuittonis a worldrenowned luxury fashion house known for its high-quality handbags
and other luxury goods.Ldcal Civl Rule 56.1 Statement Material Facts Louis Vuitton
Malletier, S.A. Mot. Summ. J. (Docket No.)éBLouis VuittonSOF) 1 2). Louis Vuitton bags
oftensell for thousands of dollarseeDef. My Other Bafs Statement Undisputed Material
Facts Pursuant Local GivRule 56.1 (Docket No. 53yMOB SOF”) 113), and the company
invests substantial sums in cregtend maintaining aenseof exclusivity anduixury, (see id.
1 14). As aresult, several of Louis Vuitton’s designs and trademarks are famoudland we
recognized icomof wealth and expensive tasti particular,Louis Vuittoris Toile Monogram
design —‘a repeating pattern featuring thrterlocking, stylized letterd.’ and V' and three
stylized flower designs’Louis Vuitton SOF  3), depictions of which appear in an appendix to
this Opinion (“Op. App.”) §eeOp. App.,Figs A-B) — has become “the defining signature of

theLouis Vuitton brand,” (Louis VuittorsOF{ 4). Louis Vuittonhas registered trademarks in



the Toile Monogramid. 1 6) and in the component stylized flower desigis f(7). Two other
iconic Louis Vuitton designs, the Monogram Multicolore and the Damier, have achieved
comparable levels of recognition and are also registered as traden@eksd{19-21). By all
accounts, and as the discussion below will make clear, Louis Vaugressively enforcets
trademark rights. Iq. 35).

MOB was founded by Tara Martin in 201(MOB SOF f11). As noted,ite name “My
Other Bag” was inspired liyovelty bumper stickers, which can sometimes be seen on
inexpensive cars claiming that the driaefother car” is an expensive, luxury car, such as a
Mercedes.(Decl. Tara Martin Supef.’s Mot. Summ. J. (Docket No. 52)  3YJOB
produces and sells canvas tote bags beadarngature®f iconic designer handbags on one side
and the text “My OtheBag .. .” on the other. Several of MO8tote bags— one of which is
depicted in the appendix to this Opini@m@€Op. App.,Figs C-D) — display images concededly
designed towke classid.ouis Vuitton bags. $eeMOB SOF121-22; Louis VuittorSOF
1955-59, 79-8D As the appendix illustratethe drawings use simplified colors, graphic lines,
and patterns that resemlbleuis Vuitton’s famous Toile Monogram, Monogram Multicolore,
and Damiedesigns, buteplacetheinterlocking “LV” and “Louis Vuitton” with an interlocking
“MOB” or “My Other Bag.” (Seealso id.{147, 49). MOB marketdts bags as[&]co-friendly,
sustainable tote bags playfully parodying the designer bags we love, butgbmbiegh for
everyday life.” (Dek Shaon Calhoun Supp. Mot. Summ.Lbuis Vuitton Malletier, S.A.
(Docket No. 66)“Calhoun Decl.”) Ex. 25 atLVMA 7194). While Louis Vuitton sells its
handbags for hundreds, if not thousands, of dollars apiece, $f0f'ssell at prices between
thirty and ffty-five dollars. (Louis Vuitton SOF § 42)ts websiteand other marketg play up

the idea that higipriced designer bags cannot be usechtoy aroundsay, dirty gym clothes or



messygrocerieswhile itscasual canvas totes cafCalhoun Decl., Ex. 2&tLVMA 7190-
LVMA7192 (“[T]his luncheon worthy designer bag do#&diit in at the gym, BUT My Other
Bag ... DOES. .."); see alsd_ouis VuittonSOF 165).

THE SUMMARY JUDGMENT STANDARD

Summary judgment is appropriate where the admissible evidence and thegseadin
demonstrate “no genuine dispute as to any material fact and the movant is entittgirterjt as
a matter of law.” Fed. R. Civ. P. 56(age als@lohnson v. Killian680 F.3d 234, 236 (2d Cir.
2012) (per curiam). A dispute over an issue of material fact qualifies angéiftine evidence
is such that a reasonable jury could return a judgment for the nonmoving pamtieison v.
Liberty Lobby, Inc.477 U.S. 242, 248 (198&¢cord Roe v. City of Waterbyry42 F.3d 31, 35
(2d Cir. 2008). The moving party bears the initial burden of demonstrating the absence of a
genuine issue of material fackee Celotex Corp. v. Catreft77 U.S. 317, 325 (1986). “In
moving for summary judgment against a party who will bear the ultimate burden of proof at trial,
the movant’s burden will be satisfied if he can point to an absence of evidence to support an
essential element of the nonmoving patgfaim.” Goenaga v. March of DimesrB Defects
Found, 51 F.3d 14, 18 (2d Cir. 1995) (citi@elotex 477 U.S. at 322-23gccordPepsiCo, Inc.

v. CocaCola Co, 315 F.3d 101, 105 (2d Cir. 200@er curiam)

In ruling on a motion for summary judgment, all evidence must be viewed “irgtite li
most favorable to the non-moving part@Verton v. N.Y. State Div. of Military & Naval Affagirs
373 F.3d 83, 89 (2d Cir. 2004), and the court must “resolve all ambiguities and draw all
permissible factual inferences in favor of the party against whom summameuats sought,”
Sec. Ins. Co. of Hartford v. Old Dominion Freight Line, ]8@1 F.3d 77, 83 (2d Cir. 2004).

When, as in this casbpth sides moveor summary judgment, the district coist‘required to



assess each motion on its own merits and to view the evidence in the light most faedtable
party opposing the motion, drawing all reasonable inferences in favor of that paAtachovia
Bank, Natl Assn v. VCG Special Opportunities Master Fund, L.&51 F.3d 164, 171 (2d Cir.
2011). Thus, “neither side is barred from asserting that there are issues of fiacersLio
prevent the entry of judgment, as a matter of law, againstgtiblein, Inc. v. United States
996 F.2d 1455, 1461 (2d Cir. 1993).

To defeat a motion for summary judgment, a non-moving party must advance more than
a “scintilla of evidence,Anderson477 U.S. at 252, and demonstrate more than “some
metaphysical doubt as to the material fadtédtsushita Elec. Indus. Co., Ltd. v. Zenith Radio
Corp, 475 U.S. 574, 586 (1986). The non-moving party “cannot defeat the motion by relying on
the allegations in [its] pleading or on conclusory statements, or on merecssstrét affidavits
supporting the motion are not credibleSottlieb v. Cty. of Orange34 F.3d 511, 518 (2d Cir.
1996) (citation omitted). Affidavits submitted in support of, or opposition to, summary judgment
must be based on personal knowledge, must “set forth such facts as would be admissible
evidence,” and must show “that the affiant is corapeto testify to the matters stated therein.”
Patterson v. Cty. of Oneid875 F.3d 206, 219 (2d Cir. 2004) (quoting Fed. R. Civ. P. 56(e)).

DISCUSSION

As noted, Louis Vuittorasserts three categorieisclaims against MOB. Firstouis
Vuitton brings tademarldilution claimsunder both New York and federal law. (Compl.
(Docket No. 2)173-80, 87-92). Secontpuis Vuittonallegeshat MOB s totes infringe its
trademarks under federal lawld. 11158-79. And third, Louis Vuitton contendfat MOB's

totes violatedederal copyright law (ld. 11181-86. The Court will address each in turn.



A. Trademark Dilution

Louis Vuitton’sprincipal claim is that MOB is liabl®r trademark dilution undehé
Lanham Act, 15 U.S.C. 8§ 1125(c), and New York GenBusiness Law 8§ 360 Theconcept
of trademark dilution has been describea@ &subtlé one, Tiffany (NJ) Inc. v. eBay, Inc576 F.
Supp. 2d 463, 521-22 (S.D.N.Y. 2008if'd in part, reversed in part on other ground@sdcalls
for some explanation. “When an individual encounters a neagk & word or symbol) in a store
or watching a commercial, he or she can develop an association between a prodvicieoarse
its corresponding quality, brand reputation, or origin.” 1A Lindey on Entertainment, itaglis
and the Arts § 2:52.50 (3d ed., updated Jan. 2046)-dilution laws protect those acquired
associations from being diluted by other uses of a plaintiff's trademark.rtiouter, dlution by
blurring — the claim that Louis Vuitton pursulesre— refers to the gradual diminishment of a
famousmarKs acquired‘ability . . . to clearly and unmistakably distinguish one source through
unauthorized usé.Hormel Foods Corp. v. Jim Henson Prodsg., 73 F.3d 497, 506 (2d Cir.
1996)(alteration in original) (internal quotation marks omittesde alscAllied Maint. Corp. v.
Allied Mech Trades, InG.42 N.Y.2d 538, 544 (1977) (observing that New York law protects
against the “gradual whittling away of a firsdistinctive tradenark or nam®).! In other
words, “dilution occurs when the unauthorized use of a famous mark reduces thespublic’
perception that the mark signifies something unique, singular, or particular.” BpRNA. 109-

23, at 4 (2005)as reprinted i”2006 U.S.C.C.A.N. 1091, 1092.

! Under federal and New York law, a trademark owner can also pursue a claimiofdilut
by tarnishment.See, e.gDeere & Co. v. MTD Prods., Inc41 F.3d 39, 43 (2d Cir. 1994)
(“Tarnishment generally arises when the plaintiff's trademark is linked to productisaxfdsy
quality, or is portrayed in an unwholesome or unsavory context likely to evoke uinftatter
thoughts about the owner’s product.”). In this case, Louis Vuitton allegesitrigrdby

blurring. (Mem. PI. Louis Vuitton Malletier, S.A. Supp. Mot. Summ. J. (Docket No. 64) (“Louis
Vuitton’s Mem.”) 10).



The classic case of dilution by blurring involves an unrelated product coopting a famous
name or trademarisits own — “hypotheticabnomalies” suchds Dupont shoe8uick aspirin
tablets, Schlitz varnish, Kodak pianos, Bulova gowns, and so fostiarbucks Corp. v. Wolfe’
Borough Coffee, In¢588 F.3d 97, 106 (2d Cir. 200@6tarbucks Corp.”) (internal quotation
marks omitted)see also Visint'| Serv. Ass v. JSL Corp.610 F.3d 1088, 1090 (9th Cir. 2010)
(giving “Tylenol snowboards, Netscape sex shops and Harry Potter dry cleanexatrgdes of
dilution by blurring(internal quotation marks omittgd)In each of those cases, ti@vuse of
thefamous trademark may cause “consumers [to] form new and differentadisstcwith the
plaintiff’'s mark,” thereby diluting the value of that maisa Intern, 610 F.3d at 1090For
example, “the owner of a trademark for a famous handbag could sue another contpany tha
begins using the trademark to refer to laundry detergent.” H.R. Rep. No. 112-647, at 5 (2012),
as reprinted in2012 U.S.C.C.A.N. 559, 562ee also Hormel73 F.3d at 506‘The legislative
history of § 3684 . .. giv[es] examples of hypothetical violatiorBuPont shoesBuick aspirin
tablets, Schlitz varnish, Kodak pianos, Bulova gowns, and so forth.”” (quoting 1954 N.Y. Legis
Ann. 49-50)). In that example, the laundry detergent’s use of the handbag’s trademlark w
diminish thetrademarks ability to“clearly and unmistakably” iddify the handbag. Over time,
consumers might come to identify theademark interchangeablyith both the detergent and the
handbag, “whittling away” the distinctiveness and value of the handbag makek's $e® Visa
Int’l, 610 F.3d at 1090 [D]ilutio n by blurring .. . occurs when a mark previously associated
with one product also becomes associated with a second.”).

To succeed ondilution claimunder federal lapa plaintiff “must prove (1) that the
trademark is truly distinctive or has acquired secondary meaning, and (2)reobklebf dilution

...as aresultfo'blurring.” Ergowerxint’l, LLC v. Maxell Corp. of Am18 F. Supp. 3d 430,



451 (S.D.N.Y. 2014) (quoting§trange Music, Inc. v. Strange Music, |26 F. Supp. 2d 481,
496 (S.D.N.Y. 2004)). A plaintiff need not show economic injudgel5 U.S.C. § 1125(c)
(providing for liability “regardless ahepresence or absence . . . of actual economic injury”).
New York lawis similar, but does not require proof that fhlaintiff’s markis famous. See

Hormel 73 F.3d at 50B6. In assessing whether dilution by blurring is likely to occur under
federal law, a court “may consider all relevant factors,” including the follpwix statutorily
enumerated factorg§l) the degree of similarity between the challenged mark and thaifamo
mark;(2) the degree of distinctiveness of the famous m@)khe extent to which the owner of
the famous mark is engaging in exclusive use of the n@rkhe degree of recognition of the
famous mark(5) whether the user of the mark or trade name intended to create an association
with the famous mark; an@) any actual association between the mark or trade name and the
famous mark. 15 U.S.C. § 1125(c)(2)(B). The analysis, however, “must ultimatetydoc
whether an association, arising from #i@ilarity between the subject marks, impairs the
distinctiveness of the famous mark” — that is, the ability of the famous mark toaseave
unique identifier. Starbucks Corpv. Wolfes Borough Coffee, Inc736 F.3d 198, 204 (2d Cir.
2013) (“Starbucks Corp. 7) (internal quotation marks omittggsee also N.Y. Stock Exch. v.
N.Y., N.Y. Hotel LLC293 F.3d 550, 558 (2d Cir. 2002). Under New York law, courts look to a
similar set of factors: “(i) the similarity of the marks; (ii) the similarity of pneducts covered,;

(ii) the sophistication of the consumers; (ilag existence of predatory intent; (v) the renown of
the senior mark; and (vi) the renown of the junior maik.Y. Stock Exch 293 F.3dat 558. But
again, those factors are only guideposts: The ultimate question under New Y orkviagthsr

there is a likelihood that the capacity of the senior owner’'s mark “to serverégue identifier



of its source” will be diminishedLouis VuittonMalletier v. Dooney & Bourke, Inc561 F.
Supp. 2d 368, 393 (S.D.N.Y. 2008).

Significantly,federal law provides that certain uses of a mark “shall not be actionable as
dilution by blurring,” including:

Any fair use .. . of a famous mark by another person other than as a designation

of source for thgpersors own goods or services, including use in connection with

.. . identifying and parodying, criticizing, or commenting upon the famous mark

owner or the goods or services of the famous mark owner.
15 U.S.C. § 1125(c)(3). The statute does ndefine “parody,” but courts have explained that a
“parody” is “a simple form of entertainment conveyed by juxtaposing the reste
representation of the trademark with the idealized image created by ths maner.” Louis
Vuitton Malletier S.A. v. Haute Diggity Dog, LL.807 F.3d 252, 260 (4th Cir. 20Q7Haute
Diggity Dog). “A parody must convey two simultaneous — and contradictormessages:
that it is the original, but also that itnet the original and is instead a parodyliffs Notes, Inc
v. Bantam Doubleday Dell Pig Grp., Inc, 886 F.2d 490, 494 (2d Cir. 1989)he latter
messagémust not only differentiate the alleged parody from the original but must als

communicate some articulable element of satire, ridicule, joking, or amaosérkiaute Diggity

Dog, 507 F.3d at 26GseeCliffs Notes 886 F.2d at 496 (stating that a work “is a parody if, taken

2 MOB contends that, under the Lanham Act, a plaintiff may bring a tradenhatikrdi

claim only where the defendant uses ttanpiff's mark to designate the source of its goods —
that is, as a mark- and that it does not use Louis Vuitton’s marks in that manner. (MOB'’s
Mem. 59). The “markversusmark” theory finds support in at least one prominent authority,
seed J. ThomadicCarthy McCarthy on Trademarks and Unfair Competition § 24:122 (4th ed.,
updated Dec. 2015), but the Court need not decide its validity in this case.

3 Although New York law does not include an analogous “fair use” provision, New York

antidilution lawis “substantively similar” to federal law, such that claims under the two laws
“may be analyzed togetherTiffany, 576 F. Supp. 2d at 523. Accordingly, courts have held that
when a defendant establishes fair use for purposes of federal law, reledavsidaims also

fail. See JA Apparel Corp. v. AbbqueB2 F. Supp. 2d 294, 317 (S.D.N.Y. 2010).



as a whole, it pokes fun at its subjecfiyrdacheEnters, Inc. v. Hogg Wyld, Ltd828 F.2d
1482, 1486 (10th Cir. 1987) (“A parody relies upon a difference from the original mark,
presumably a humorous difference, in order to produce its desired gffect.”

1. Fair Use

Applying the foregoing standards here, the Court concludes as a matter lohtaw t
MOB'’s bags are protected as fair usen particularthatits use of Louis Vuittors marks
constitutes “parody.” As noted, a successful parody communicates to a consurfaar &miity
separate and distinct from the trademark owner is poking fun at a trademarlolidies of its
owner” 6 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition 8§ 31:153
(4th ed., updated Dec. 201BMcCarthy”). In other wordsaparodyclearly indicates to the
ordinary observer “that the defendant is not connected in any way with the @thertarget
trademark.”Id. That is precisely what MOB bags communicatdndeed, the whole point is to
play on the well-known “my other car .”.joke by playfully suggesting that the carigfother
bag — that is,notthe bag that he or she iarcying— is a Louis Vuitton bag. That joke —
combined with the stylized, almost cartoonish renderings of Louis Vsttmagsdepicted on the
totes— builds significant distance between MGnhexpensive workhorse totes and the
expensive harghgs they & meant to evoke, and invites an amusing comparison between MOB
and the luxury status of Louis Vuittofrurther the image of exclusivity and refinery that Louis
Vuitton has so carefully cultivated is, at least in part, the brunt of the\(ékereas a Lois
Vuitton handbag is something wealthy women may handle with reverent care and isplay
communicate a certain status, M@Ranvas totes are utilitarian baggénded to be stuffed with
produce at the supermarket, sweaty clothes at the gym, or mkésbeach."(Mem. Law Def.

My Other Bag, Inc. Supp. Mot. Summ. J. (Docket No. 5B)@B’s Mem?) 24).

10



Louis Vuitton protests that, even if MOB'’s totes are a parodpofethingthey are not a
parody ofits handbags andelatedlythat MOB s argument is post hodabricationfor
purposes of this litigatian(Louis Vuittons Mem. 1720, 23. The company notabat MOB's
Chief Executive Officer, TarMartin, has referretb its bags as “iconic” and stated that she
never intended to disparage Louis Vuittoid. a4t 18-19 see alsaCalhounDecl, Ex. 25 at
LVMAOQ0001390 (MOB website describing its bags as “an ode to handbags womeh [oke’s,
Louis Vuitton argueghe “My Other Bag . .” joke mocks onlyMOB itself or, to the extent it
has a broader targéany humor is merely part of a larger social commentary, not a parody
directed towards Louis Vuitton or its productsltl.@t19). In support of thosargumerns,
Louis Vuitton relies heavily on its victory in an unpublished 2012 opinion from tisisid:
Louis Vuitton Malletier, S.A. v. Hyundai Motdm, No. 10€V-1611 (PKC), 2012 WL 1022247
(S.D.N.Y. Mar. 22, 2012)In that caseHyundai aired a thirtysecom commercial titled
“Luxury,” which included “a four-second scene of an inoity-basketball game played on a
lavish marble court with a gold hoopld. at *1. Thescene also included a basketball bearing
marks meant to evoke the Louis Vuittoailé Monogram Seed. TheCourt rejected Hyunda’
parody defensbased in large part on deposition testimony from Hyurefaesentatives that
conclusively established thidite car company had no intention for teemmercial to make any
statement about Louis Vuittat all. See idat *17-19 (excerpting deposition testimony
establishing that Hyundai did not mean to “criticize” or “make fun of” Louis Vuittoeyven
“compare the Hyundavith [Louis Vuitton]”). On the basis of that testimony, theutt
concluded that Hyundai had “disclaimed any intention to parody, criticize or comment upon
Louis Vuitton” and that the ad was only intended to make a “broader social comment” about

“what it means for a product to be luxurioudd. at *17 (internal quotation marks omitted)

11



TheHyundaidecision is not without its criticsee, e.g.4 McCarthy §824:120, but, in
any event, this case is easily distinguished on its facts. Here, unklye@indaj it is self-evident
that MOB did mean to yasomething about Louiguitton specifically. That isl.ouis Vuitton's
handbags are an integral part of the joke that gives MOB its name and featum@sently on
every tote baghatMOB sells. In arguing otherwise, Louis Vuitton takes too narrow a view of
what can qualify aa parody.The quip “My Other Bag . . . is a Louis Vuitton,” printed on a
workhorse canvas bag, derives its humor from a constellation of features — int¢healing
features of the canvas bag itself, socgelgrger obsession with status symbals¢the
meticulously promoted image of expensive taste (or showy status) that Loum\hanhdbags
have, to many, come to symboliZzéhe fact that MOBs totes convey a message about more
thanjust Louis Vuitton bags is not fatal to a successful parody defédse.Campbell v. Acuff-
Rose Music, In¢510 U.S. 569, 580 (1994) (holding that a copyright parodist must show that his
parody, ‘at least in partcomments on [the parodied] author’'s work” (emphasis addddjley-
Davidson, Inc. v. GrottanelliL64 F.3d 806, 813 (2d Cir. 1999) (applying that standard to
trademark parody). And the fact that Louis Vuitton at least does not find the cernganny
is immaterial; Louis Vuittors sense of humor (or lack thereof) does not delineate the parameters
of its rights(or MOB's rights) under trademark lavbee, e.gCliffs Notes 886 F.2d at 495-96
(“[T] he district court apparently thought that the parody here had to make an obvious joke out of
the cover of the original in order to be regarded as a parody. We deewahy this is so. Itis
true that some of the covers of the parodies brought to our attention, unlike that of [the
defendant], contain obvious visual gadgut parody may be sophisticated as well as slapstick; a
literary work is a parody if, taken as a whole, it pokes fun at its subject.” (featnuitted));cf.

Yankee Puly Inc. v. News Am. Plig Inc., 809 F. Supp. 267, 280 (S.D.N.Y. 1992) (“Although

12



[the defendans] position would probably be stronger if its joke had been clearer, the obscurity
of its joke does not deprive it of First Amendment support. First Amendment protections do not
apply only to those who speak clearly, whose jokes are funnyylamse parodies succeed?”)

In those regards, another decision from this Distfiotnmy Hilfiger Licensing, Inc. v.
Nature Labs, LLC221 F. Supp. 2d 410, 415 (S.D.N.Y. 2002), is more on point. That case
involved a line of parody perfume products for use on pets. In particular, the defendant had
created a pet perfume called Tommy Holedigger, which resembled a TomnggHitigrance
in name, scent, and packagirgeed. at412-413. Hilfiger, like Louis Vuitton here, argued
(albeit in connection witla claim of trademark infringement rather than dilution) that the
defendant was not entitled to protection as a parody because “its product agmittkeels no
comment about Hilfiget I1d. at415. In support of that argument, Hilfiger cited testimonynfro
the defendarg general partner that his product was not intended to make any comment about
Hilfiger or its products.See id.Noting that the general partner had also testified that “he was
intending to create ‘parody . .. target[ing] .. . Tommy Hifiger,’ ‘a fun play on words,br
‘spoof . . . [t]o ceate enjoyment, a lighter sideJudge Mukasey rejected Hilfigsrargument as
follows:

Although|[the general partnetjad difficulty expressing the parodic content of his
communicative messagegurts have explained that:

Trademark parodies . . . do convey a messape. message may be
simply that business and product images need not always be taken too
seriously; a trademark parody reminds us that we are free to laugh at the

4 Even ifHyundaiwere not distinguishable, this Court would decline to follow it. In the

Court’s view, theHyundaiCourt blurred the distinction between association and dilution. As
discussed in more detail below, association is a necessary, but not sufficieniprdada

finding of dilution by blurring. Seg e.g, Moselew. V Secret Catalogue, In&37 U.S. 418, 433
(“[T]he mere fact that consuens mentally associate the junior user's mark with a famous mark
is not sufficient to establish actionable dilution. .[S]uch mental association will not
necessarily reduce the capacity of the famous mark to identify the goodswhés”).

13



images and assodians linked with the markThe message also may be a
simple form of entertainment conveyed by juxtaposing the irreverent
representation of the trademark with the idealized image created by the
marKs owner.
Id. (quotingL.L. Bean, Inc. v. Drake Publishers, In811 F.2d 26, 34 (1st Cir. 1987}le
added, in a comment that applies equally well hedee‘can readily see why higimd fashion
brands would be ripe targets for such mocKeig.

Alternatively, relying principally orDallas Cowboys Cheerleads, Inc. v. Pussycat
Cinema, Ltd.604 F.2d 200 (2d Cir. 1979), Louis Vuitton argues that M{aBtes cannot be a
parody because they do not need to use Louis Vusttoatlemarks for the parody to make sense.
(Louis Vuitton’s Mem. 2122). Strictly speaking, that is true- to the extent that MOB could
use any wetknown luxury handbag brand to make its points. But, whereas the defendant in
Dallas Cowboys Cheerleadeispurveyor of a “gross and revolting sex film,” 604 F.2d at 202,
did not have to usengone elses trademark— let alone the plaitiff’ s specific trademark— to
makeits point (allegedly,commen{ing] on ‘sexuality in athletics; id. at 206), the same cannot
be said here. MOB tote bags would not make their point, and certainly would not be funny, if
the obverse of the tote merely depicted some generic handbag. Such a tote wouldgtgpnfusi
communicate only that “my other bag . . . is some other bag.” In other words, Lotign\é
argument distorts any “necessity” requirement beyond recognition, andaalpsuggests that,
where a parody must evoke at least one of a finite set of marks in order to srakatitit can
evoke none of them because reference tgpamycular mark in the set is not absolutely
necessary. The Court declines to create such an illogical rule.

Finally, Louis Vuitton contendthatthe fair use exception does not apply to MOR®tes

because MOB uses Louis Vuittertrademarks “as a designatiorsofirce for [MOBs] own

goods.” (Louis Vuitton’s Mem. 17-18). After all, Section 1125(c)(3), by its termsggisot
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“[a]ny fair use .. . of a famous mark by another perstiner than as a designation of source for
the person’s own goods or serviced5 U.S.C. 8§ 1125(c)(3) (emphasis adc¢lede alsaHaute
Diggity Dog 507 F.3d at 266 (“Under the statute’s plain language, parodying a famous mark is
protected by the fair use defense only if the parodypisa designation of source for the
person’s own goods or services.”). But given the overall design of M@mBe bags (the
identical, stylized text “My Other Bag .” on one side and differing caricatures on the other
side), and the fact that the bags evoke a range of luxury brands with diffiexehics, there is
no basis to conclude that MOB uses Louis Vuitsamarks as a designationsafurcefor its tote
bags. Indeed, as noted, that is the whole point of M@iKe: “My otherbad — that is not
this bag —is aLouis Vuitton handbag That pke — not to mention the cartoon-like rendering
of the bags — builds significant distance between the pattern incorporated intg Sietrhes
and the designated source of the totes themselves. Thus, MOB is not precluded from invoking
the fair use provision.
Louis Vuitton's argumento the contraryests on a single, mischaracterized citation to
the record. l(ouis Vuitton’s Mem. 18 At herdepositionMOB CEOMartin was asked:
Would you agree with me that these pictures that people see on [yolintites
whatever marking they have are things that you use to designate where the goods
come from? They designate your company? ... [W]ould you agree with me that
the depictions of Louis Vuitton bags that you use on those totes that have
depictions of Louis Vuitton bags are depictions . . . you use in order for people to
understand that the product comes from you, My Other Bag?
(Calhoun Decl., Ex. 3 (“Martin Dep. Tr.”) 88:23-89:1). Martin responded that, yes, “[jgleopl
know that the product . . . our tote bags with those depictions come from My Other BRg.” (
That answer is not, as Louis Vuitton would have it, an admission that MOB used its anarks t

identify the source of MOB'’s tote bags. Given the contextamely, counsét attempto

establsh that consumers were likely to be confused about the origins of $10t8Ssee id.at

15



88-90, 99-101— it is plain that Martirs sole point was that she did not believe that consumers
were confusd about who produces MO8tote bags Louis Vuitton does not point to any other
evidence that would demonstrate that MOB uses Louis Vuitton’s marks as desigmdtsource
for its own products or brandSéeMem. PIl. Louis Vuitton Malletier, S.A. Resp. Mot. Summ. J.
My Other Bag, Inc. (Docket No. 86) (“Louis VuittaOppn”) 4-5).

2. Dilution by Blurring

In short, MOB'’s use of Louis Vuittoa’marks qualifies as fair use as a matter of law
under Section 1125(c)(3). But even if it did not — if, for example, MOB did use Louis Vasitton’
marks as a designation of soureeMOB would still be entitled teummary judgmeran Louis
Vuitton’'s dilution claimdecausehe totebags pose no dangeriofpairingthedistinctivenes®f
Louis Vuitton’s marks As noted above, to succeeditsndilution claims— under both federal
and New York law— Louis Vuitton must show thalOB’s bags are likely to blur Louis
Vuitton's marks*“ability . . . to clearly and unmistakably distinguish one source” as a unique
identifier. Hormel Foods 73 F.3d at 50@nternal quotation marks omitted)Significantly, it is
not enough to show — as Louis Vuitton indisputably cathatmembers of the public are
likely to “associate” the defendaatmark with the plaintifs mark (or that the defendant
promotes such association). Under the statute,

“associatiohis a necessary condition of, but not equivalent to, dilution by

blurring . . .. Even if there is proof of a likely association, that does not mean that

there is also a likelihood of dilution by blurring... The statute explicitly

requires proof of the likelihood that this defendants€‘impairs the
distinctiveness of the famous mark.”

5 Under federal (but not New York) law, Louis Vuitton also has to shib.at‘the
trademark is truly distinctive or has acquired secondary meankrgdwerx 18 F. Supp. 3dt
451 (quotingStrange Music, Inc. v. Strange Music, [r826 F.Supp.2d 481, 496 (S.D.N.Y.
2004)). Here, there is -and can be— no dispute that Louis Vuittos'trademarks are famous
and distinctive. $eeMOB’s Mem. 12, 5).
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4 McCarthy 824:116 see also Moseleyp37 U.S. at 433. Thus, the operative question is
whether thekind of association MOB creatd®re is likely to impaithe distinctiveness of Louis
Vuitton’s marks.

With respect to that questipthe Fourth Circuit’s decision idaute Diggity Dog—
ironically, alsoinvolving Louis Vuitton —is highly instructive.In Haute DiggityDog, Louis
Vuitton brought a trademark dilution claim agaitis# manufacturer gdet toys with names that
humorously evoked various high-end brands, includisgewtoy for dogs— a smal] plush

purse decorated with a Toile Monograsgue patterr- called“Chewy Vuiton.” 507 F.3d at

258. The Court held that the fair use exception for parodies in Section 1125(c)(3) did not apply

because the defendant used Louis Vuitton’s mark as a designation of source forgtodsain
See idat 266. Nevertheless, the Court contindederal law tioes not require a court to ignore
the existence of a parody that is used as a trademark, and it does not precludiarcourt
considering parody as part of the circumstances to be considered for detgnvhethethe
plaintiff has made out a claim for dilution by blurrihdd. at 266-67. To the contrary, the
statute calls for consideration oflft relevant factorsincluding the six factors supplied in
81125(c)(2)(B),"with respect tseveral of which the usd# a mark as parody is “specifically
relevant.” Id. at 267. The Fourth Circuitxplained

For example, factor (v) (whether the defendant intended to create an association
with the famous mark) and factor (vi) (whether there exists an actual agsociat
between the defendasiimark and the famous mark) directly invite inquiries into
the defendard intent in using the parody, the defendant’s actual use of the
parody, and the effect that its use has on the famous Mé#ike a parody
intentionally createan association with the famous mark in order to be a parody,
it also intentionally communicates, if it is successful, thatnbithe famous
mark, but ratkr a satire of the famous markhat the defendant is using its mark
as a parody is therefordeeant in the consideration of these statutory factors.
Similarly, factors (i), (ii), and (iv}— the degree of similarity between the
two marks, the degree of distinctiveness of the famous mark, and its
recognizability— are directly implicated by consideration of the fact that the
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defendant’s mark is a successful parody. Indeed, by making the famous mark an

object of the parody, a successful parody might actually enhance the famous

mark s distinctiveness by making it @on. The brunt of the joke becomes yet

more famous.

Id. (citation omitted). Th Fourth Circuit concluded that the owner of a famous miack as

Louis Vuittonthereforehad “an increased burden to demonstttade the distinctiveness of its
famous marks is likely to be impaired by a successful parddy.’Louis Vuitton faled to carry
that burden. Maute Diggity Dog’ the Court reasonedmiimicked’ Louis Vuitton’s “famous
marks” but “did not come so close to them as to destroy the success of its parody and, more
importantly, to diminish the [Louis Vuittomharks capacity to identify a single sourceld. at

268. That is, althoughHaute Diggity Dogntentionally associated its marks,” it did “‘amly
partially and certainly imperfectly, so asdonvey the simultaneous message that it was not in
fact a source dlLouis Vuitton] products.Rather, as a parody, it separated itself froniltbeis
Vuitton] marks in order to make fun of thémid. at 268.

The Court agrees with the Fourth Circsiiéinalysis irHaute Diggity Dogand reaches
the same conclusion in this cdeesubstantialljthe same reason&ee also Starbucks Corp. |
588 F.3d at 112-13 (quoting at length frétaute Diggity Dogbut ultimately withholding
judgment on whether to adopt the Fourth Circuit’s “parody holdinggre, as irHaute Diggity
Dog, “when considering factors (i), (iii), and (iv), it is readily apparentthat [Louis Vuittons]
marks are distinctive, famous, and strong.” 507 F.3d at B&7as inHaute Diggity Dogthat
fameand recognition only makielesslikely that MOBs use wouldmpair the distinctiveness of
Louis Vuitton’s marks.Seeid. Nor is there any serious question that the drawings on BIOB’
totes are similar to Louis Vuittos bags (faior (i) in a waythat was intended to create an

association with Louis Vuittds bags (factors (v) and (vi)But while MOB deliberately uses,

or at least evokes, Louis Vuitton’s trademarks, it does so in a way quite differarthe
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hypothetical selleof “Buick aspirin tablets.”SeeStarbucks Corp., 1588 F.3d at 105. Instead,
MOB “intentionally associated its marks, but only partially and certainly ifepiy, so as to
convey the simultaneous message that it was not in fact a source of [Louis \anitidungts’
Haute Diggity Dog507 F.3d at 268In fact, if anything, MOB distances itself from Louis
Vuitton even more than Haute Diggity Dog did, as the very point of the “my othegbagiick
is that the MOB tote isota Louis Vuitton handbag. Thusyhen considering the relevant
factors to determine whether blurring is likely to occur in this talse,Court ‘readily comés]
to the conclusiori,as the Fourth Circuit did in its cas#hat[Louis Vuitton] has failed to make
out a case of &ademark dilution by blurring by failing to establish that the distinctiveness of its
marks was likely to be impairédy MOB’s marketing and sale of its productsl.
B. Trademark Infringement

Next, the Court turns to Louis Vuitton’s trademark infringeméaites® “The crucial
issue in an action for trademark infringement is whether there is anjdikelithat an
appreciable number of ordinarily prudent purchasers are likely to be misled, @d sidely
confused, as to the source of the goods in questi®avin Corp. v. Savin Grp391 F.3d 439,
456 (2d Cir. 2004jinternal quotation marks and alterations omittetip determinavhether
there is a likelihood of confusion, couitsthis Circuit apply the eighfactor balancing tedirst
articulatedby Judge Friendly iPolaroid Corp. v. Polarad Elecs. Cor287 F.2d 492 (2d Cir.

1961). The eight factors ar@:) strength of the trademark; (2) similarity of the marks; (3)

6 Louis Vuitton’s Complaint also raises a claim for false designation of so(Bee

Compl 1167-72). As discussed above, MOB does not use Louis Vuitton’s trademarks as a
designation of source. In any event, false designation of source claimsdigmark
infringement claims, require a plaintiff to demonstrate a likelihood of consumersiomf See
Waldman Pubg Corp. v. Landoll, Ing.43 F.3d 775, 780 (2d Cir. 1994). As explained in this
section, Louis Vuitton cannot meet that burden.
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proximity of the products and their competitiveness with one another; (Breedhat the
senior user may “bridge the gap” by developing a product for sale in the marketadieged
infringer’s product; (5) evidence of actual consumer confusion; (6) evidence thaitdte/e
mark was adopted in bad faith; (7) respective quality of the products; and (8) sapbrstd
consumers in the relevant mark&eeStar Indus., Inc. v. Bacardi & Co. Lid#12 F.3d 373, 384
(2d Cir. 2005). But much like application thie statutory factors used to evaluate trademark
dilution claims,application of thd?olaroid testis “not mechanicalbut rather, focuses on the
ultimate question of whether, looking at the products in their totality, consunedisedy to be
confused.”ld. Furthermore, as the Second Circuit has recognized, normal application of the
Polaroid test, which developed in the context of “purely commercial exploitatisfdt best
awkward in the context of parody, which must evoke the original and constitutes artisti
expression.”Cliff Notes 886 F.2d at 495 n.3.

Applying thePolaroid factors here, the Court concludes that Louis Vuitton’s
infringement claims fail for much the same reasons that its dilution claims f&&=lTommy
Hilfiger, 221 F. Supp. 2d at 422 (noting that “many of the factors” relevant to the likelihood of
dilution are “also relevant” to the likelihood of confusion). Beginning witHitisefactor— the
strength of Louis Vuittors trademark— it is undisputed (indeedhdisputableXhat Louis
Vuitton’s marks aréamous. $eelLouis Vuitton SOF 1 P). “In the usual trademark case, a
strong mark is a factor pointing toward a likelihood of confusion. Howevesrerthe plaintiffs
mark is being used as part of a jest . . . the opposite can b& hreestrength and recognizability
of the mark may make it easier for the audience to realize that the use is a parody araha jok
the qualities embodied trademarked word or imageTommy Hilfiger 221 F. Supp. 2d at 416

(internal quotation marks, brackets, and citatiomstted);see also Haute Diggity Do§07 F.3d
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at 261 (“It is a matter of common sense that the strength of a famous markcisusners
immediately to perceive the target of the parody, while simeidtasly allowing them to

recognize the changes to the mark that make the parody funny or biting”)is$heltase here:
Louis Vuitton’s marks are so well known that consumers are likely “both immbdiate

recognize the target of the joke and to apptedihe obvious changes to the marks that constitute
the joke.” Tommy Hilfiger 221 F. Supp. 2d at 416. In that way, the distinctiveness of Louis
Vuitton’s mark favors MOB— or, at most, is neutral.

As for the similarity of the mark&an inquiry into tle degree of similarity between two
marks does not end with a comparison of the marks themseMestel Foods 73 F.3d at 503
(internal quotation marks omitted)nstead, “[o]Jne must also look to context, becatise
setting in which a designationused affects its appearance and colors the impression conveyed
by it’” Tommy Hilfiger 221 F. Supp. 2d at 417 (quotiHgrmel Foods73 F.3d at 503).

Viewed in that way, the secoiblaroid factor also favors MOB. There are, to be sure,
similarities— intended similarities— between théagwithin-a-bag depicted oMOB’s tote

bags and Louis Vuitton’s marksCdmpareOp. App.,Fig. Bwith Op. App.,Figs. GD). At the

same time, there are obvious differen®8B’s depiction is cartoonish; “MOB” is sutisited

for the weltknown interlocking “LV”; and the drawing appears on only one side of a workhouse
canvas bag, with the name of the company (“My Other Bag . . .”) printed in lakys lattthe

other side followed by an ellipsis, inviting the obseteecomplete the jokeThose differences,
“together with the context and overall setting . . . convey to the ordinary viewer thist éhi

joke, not the real thing,” meaning that “confusion as to source, sponsorship @tffjlcat

connection is unlikely 6 McCarthy 831:155.
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The nexttwo Polaroid factors — proximity of the products and likelihood that plaintiff
will “bridge the gap”™— also suppoOB. Louis Vuitton argues thds handbags “are directly
competitive” with MOBSs totes and “attract similar consumeis(Louis Vuitton’s Opp’n 23).In
particular, Louis Vuitton argues that, just like MOB, many of Louis Vuittongslae “casual’
and made of canvasSéelouis Vuitton SOF {{ 27- 29But that claimdoes not withstandven
light scrutiny. As Louis Vuitton repeatedly emphasizése companyis a premier luxury
fashion house” that sells “high quality handbags, luggage, apparel, and manysitlwer &ad
luxury goods’ (Louise Vuittoris Mem. 2). Its handbagscost hundreds, if not thousands of
dollars, and are “sold exclusively in Louis-Vuitton owned stores and ondbmeterce website,
www.louisvuitton.com.” (Louis Vuitton SOF  3MOB SOF 113). By contrastMOB'’s totes
are soldon its websitewww.myotherbag.com, and retail for only between thirty and fiftg-
dollars. E&ee e.g, Calhoun Decl., Ex. 25t LVMA0001303, LVMA0001470Louis Vuitton
SOF 142). In short, MOB’s bags are in no meaningful sense “competitive” with Louito¥1sit
designer handbagseee.g, Tommy Hilfiger 221 F. Supp. 2d at 418nding that the third
Polaroid factor favored the defendanécause the plaintiff's and defendant’s products, although
similar in some respectgjere “sold in different kinds of stores — the former in department or
designer stores, the latter in pet stores or gift shopd markedly different price¥’accord
Haute Diggity Dog507 F.3d at 263. Nor has Louis Vuitton put forward any evidence
suggesting that it plans to “bridge the gap” by selling casual paoteisat low price points.

The fifth factor, evidence of actual consumer confusion, also weigh®Bi's favor. In
support of its argument to the contrary, Louis Vuitton points to a handful of instances in which
people have describegrtain MOB totess “LV” bags. Seelouis Vuitton SOF 1 885).

Even if those descriptions were taken literally, a handful of instances is baailg evidence of
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actual consumer confusion. Moreover, there is reason not to take them literalgiGade,

the comments are plainlsing “LV” as a shorthand to descrittee MOB tote designs that evoke
Louis Vuitton bags. Té is, theanecdotes do little more than indicate that consugetthe

joke on MOBS totes; theylo not suggest that any consumers actuallgbetiMOB’s totes

were produced or sponsored by Louis Vuitton. Given that MOB'’s totes have hélea market
for several years, the fact that Louis Vuitton cannot produce any actuah@violeconsumer
confusion suggests that MOB’s use of Louis Vuitton’s marks does “not cause a ma@aningf
likelihood of confusion.”Nabisco, Inc. v. PF Brands, Ind91 F.3d 208, 228 (2d Cir. 1999),
abrogated on other grounds Moseley 537 U.S. 418see alsaCohn v. Petsmart, Inc281 F.3d
837, 842-43 (9th Cir. 2002pér curiam)“[S]Jome evidence of actual confusion should have
become available if [the defendaitcoexisting use had created a genuine likelihood of
confusion.”) Tommy Hilfiger 221 F. Supp. 2d at 419 (“Where, as here, a product has been on
the marketdr several years, the absence of evidence on this point is considered a very
significant deficiency.” (internal quotation marks omitted))

Contrary to Louis Vuitton’s contention (Louis Vuitton Opp’n) 2the sixth factor— the
defendants bad faith— does not count in its faveither Louis Vuitton relies on the fact that
MOB intentionally designed its totes @voke Louis Vuittors bagsas to which there is — and
can be— no dispute. Ifl.) In the context of parody, however, “[t|hat evidence . . . does not
show that defendant acted with the intent relevant in trademark-eatett is, an intent to
capitalize on consumer deception or hitch a free ride on plaintiff's good Witichmy Hilfiger
221 F. Supp. 2d at 419nstead, irthat context;the intent is not necessarily to confuse the
public but rather to amuseJordache EntersiInc. v. Hogg Wyld, Ltd828 F.2d 1482, 1486

(10th Cir. 1987). That is, “[tlhe benefit to the one making the parody . . . arises from the
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humorous association, not from public confusion as to the source of the midrksée also,
e.g, Tommy Hilfiger 221 F. Supp. 2d at 419 (“The commercial success of a parodist’s product is
attributable to consumers who purchased because ‘they were amused by tine stevkiits
design,” and not because they believed it to be the original.” (qudtihguser-Busch, Inc. v. L.
& L. Wings, Inc, 962 F.2d 316, 322 (4th Cir. 1992)). Thus, M®Bitent “to imitate and
suggest, but naise the marks of a higfashion LOUIS VUITTON hadbag” is not the sort of
“bad faith” that cuts in favor of a finding of infringement unttexPolaroid test. Haute Diggity
Dog, 507 F.3d at 268&f. Jordache Enters828 F.2dat 1487 (“Our single concern here . . . is
whether an intent to parody an existing trademark supports an inferenckedihadid of
confusion under the reasoning that one who chooses a mark similar to an existingendsk int
to confuse the public. We hold that it does not.” (citation omitted)).

Finally, the seventh and eigholaroid factorsare either neutral or cut against Louis
Vuitton. Louis Vuitton has not demonstrated that the lower quality of M@d&es threatexto
tarnishits trademark.See Hormel Food§3 F.3d at 505 (“[A]n inferior product may cause
injury to the plaintiff trademark owner because people may think that the senior and juni
products came from the same source.”). And it is uncontroverted that MOB’s ®tes af the
same quality as Louis Vuittshandbags in a way that might cause confusion as to so@ee. (
Louis Vuitton’s Oppn 24-25). So the seventh factor, the quality of defendant’s produtt, is a
best avash. The final factotonsiderghe“sophistication of consumeesd the degree of care
likely to be exercised in purchasing thegwot.” Tommy Hilfiger 221 F. Supp. 2d at 420 hat
factor favors MOB for two reasons. Firsft]he substantial price” of Louis Vuitton’s handbags
“requires buyers to exercise care before they part with their moneyuemd@phistication

generally miitates against a finding of a likelihood of confusiorCharles of Ritz Grp. Ltd. v.
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Quiality King Distribs, Inc., 832 F.2d 1317, 1323 (2d Cir. 1987). Secd@B’s gimmick
would be obvious to even its most unsophisticated customers, as one whole side of thegote bag
blank except fothe words “My Other Bag....” (SeeOp.App., Fig. ©. Becausdhe joke is
“obvious, even a minimally prudent customer would not be confused by the source oroaffiliat
of [its products]. The purchasing public must be credited with at least a modicum of
intelligence.” Tommy Hilfiger 221 F. Supp. 2d at 420 (internal quotation marks omitted).

In sum, after consideringll eightPolaroid factors and “looking at the products in their
totality,” Star Indus.412 F.3d at 384, the Court concludes tttagre is no triable issue of fact
on the likelihood of confusion. Rather, defendant’s use of the mark is an obvious parody or pun,
readily so perceived, and unlikely to cause confusion amongicans.” Tommy Hilfiger 221
F. Supp. 2d at 420Nor does Louis Vuittompoint to any evidence that the public might think
Louis Vuitton “sponsored or otherwise approved” of MO®Bags.See Star Indus412 F.3d at
383-84. Louis Vuitton suggests otherwise by hypothesizing the possibility ofglest-
confusion —specifically,an observer who sees only the side of the MOB tote bag with the bag-
within-the-bagimage and fails to notice that “MOB” is substituted for “LV.” (Louis Vuitton’s
Oppn 24). The Seond Circuit, however, has generally found post-sale confusion actionable
only in the context of knockoffseeHermesint'l v. Lederer de Paris Fifth Ave., In@19 F.3d
104, 108-09 (2d Cir. 2000) (gathering cases), which is not the situation herén @mndevent,
the argument fails on the merits. For one thing, no reasonable observer is likédy foom the
cartoonlike bagwithin-the-bag design and the juxtaposition of MOB’s basic, canvas tote with
the exclusive, luxury status of Louis Vuitton that Louis Vuitton sponsors or otheippsevas
of MOB'’s tote bags. For another, the test is not whether there is a likelihood of canfuali

hypothetical scenario that is most likely to resalhfusion. Instead, the test is whettier
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“overall impression” created bthe product in the “context in whigh is] found” would cause
confusion among reasonable “prospective purchds&tar Indus.412 F.3d at 386. The
“overall impression” of MOB:s totes in thécontext in whicli reasonablgrospectie purchasers
would find them certainly includes both sides of the bag. And when the entirety of tise bag
considered, there is no credible risk that a reasonably prudent consumer would think Louis
Vuitton “sponsored or otherwise approved” of M@RoOtes.
C. Copyright Infringement

Finally, MOB movedor summary judgment with respectltouis Vuitton’s copyright
infringement claim.The Court’s conclusions aboeéfectivelycompel the conclusion that any
use by MOB of copyrightable elements of Louis Vuittgorsits qualifiesas a matter of laws
“fair use” Seel7 U.S.C. 8 10T‘[F] air use of a copyrighted work . . . is not an infringement of
copyright.”). Parody, like other forms of comment or criticism, “has an obvious claim to
transfornative value” and may therefore biit us€ underthe Copyright Act.Campbel] 510
U.S. at 579. “For the purposes of copyright law, . . . the heart of any pasaikéth to quote
from existing material, is the use of some elements of a prior &ittwnposition to @ate a
new one that, at least in part, comments on that author’s wakksat 580. @course not all
parody is protected; instead, parody, “like any other use, has to work its wagtththe relevant
factors, and be judged case by case, in light of the ends of the copyrightdaat’581. Thus,
in considering whether MOB'gse of any copyrightable material is “faittfe Courtmust
consider the totality of the circumstancegludingthe following factors:(1) the purpose and
character of these, including whether such use is of a commercial nature or is for nonprofit

educational uses; (2) the nature of the copyrighted work; (3) the amount and glligtahthe
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portion used in relation to the copyrighted work as a whole(4nithe effecof the use upothe
potential market for or value of the copyrighted work.” 17 U.S.C. § 107.

Because Louis Vuittondttempts to use a copyright claim to pursue what is at its core a
trademark and trade dress infringement claim, application of thedaifactors under the
Copyright Act to these facts is awkwarddaute Diggity Dog507 F.3d at 269Nevertheless,
weighing the factors, the Court concludes that MOB's tote bags aexf@otby the fair use
doctrine. First, althougbommercial use “tend® weighagainst a finding of fair useHarper
& Row, Publishers, Inc. v. Nation Enterd.71 U.S. 539, 562 (1985), it is not presumptively
unfair. Parody, even when done for commercial gain, can be fairSes Campbelb10 U.S. at
584-85. The secod factor, the nature of the copyrighted work, does not provide “much help . . .
in a parody case, since parodies almost invariably copy publicly known, expressika” 1d.
at 586. The third factor requires a court to assess whether “the amounbatahsality of the
portion used in relation to the copyrighted work as a wholeare reasonable in relation to the
purpose of the copyiny.ld. at 587 (quoting 17 U.S.C. 8§ 1(3)). Here, MOBs use oL ouis
Vuitton’s patterns is reasonable in retatito the purpose of the use after all MOB'’s totes
mustsuccessfullyconjure Louis Vuitton’s handbags in order to make sense. Fiadlipugh
MOB'’s totes are, iran abstracsense, in the same markstlauis Vuitton’s handbaggs totes
do not ‘serve[] as a market replacement fbduis Vuitton’s bags in a way that would make “it
likely that cognizable market harm tioduis Vuittor] will occur.” Id. at 591. Indeed,sa
discussed abovany reasonable obserwgould grasp that the whole point OB’s invocation
of the “my other car...” trope is to communicate that MOBtotes ar@ot replacements for

Louis Vuitton’s designer handbagSee Cariou v. Pring&/14 F.3d 694, 707 (2d Cir. 2013)
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(“What is critical [in evaluating a fair use defensehow the work in question appears to the
reasonable observer.”).
CONCLUSION

Louis Vuitton is, by its own description, an “active[] and aggressive[]” enfatis
trademark rights. (Louis Vuitton SOF { 33 some cases, however, it is better to “accept the
implied compliment in [a] parody” and smile or laugh than it is to su&ommy Hilfiger 221
F. Supp. 2d at 412. This $ke Haute Diggity Dogland, arguablyHyunda) — is such a case.
MOB'’s use of Louis Vuitton’s marks in service of what is an obvious attempt at hsimotr
likely to cause confusion or the blurring of the distinctiveness of Louis Vuittorrlssmia
anything, it is likely only to reinforce and enhance the distinctiveness and notdribe
famous brand. Accordingly, and for the reasons stated albl@¥B,is entitled to summary
judgment orall of Louis Vuitton’s claims; it follows thdtouis Vuitton’s own motion for partial
summary judgmentust be and is denied.

In addition,Louis Vuitton’s motiors topreclude the expert testimony of William
Locander (Docket No. j@nd to strikeall or portionsof LocandersandMOB CEO Matrtiris
declaratios (Docket Nos. 82, 84redenied as moot, as the Court did not rely on any of the
disputed submissions in resolving the partseshmary judgment motiong=inally, Louis
Vuitton's motions for oral argument (Docket No. 96) anddopnference regardinigs motion

to preclude expert testimony (Docket No. 101) are also denied as moot.
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The Clerk of Court isidectedto terminate Docket N& 50, 62, 70, 82, 84, 96, and 101

and to terminate this cade

SO ORDERED. % :
Date January 6, 2016 d& L[
New York, New York [fESSE MFURMAN
nited States District Judge

! Both parties filed some of their briefs under seal. Although there is a présumpt
favor of public access to judicial documents, the Court does not reference or otheryise rel
sealed facts in reaching its decision. The weight of that presumption ispthehefited. See
Lugosch v. Pyramid Co. of Onondada5 F.3d 110, 119 (2d Cir. 1006) (“[T]he weight to be
given the presumption of access must be governed by the role of the matesiat @t the
exercise of Article Il judicial power and the resultant value of suchnmdition to those
monitoring the federal courts.” (quotitgnited Stées v. Amoded/l F.3d 10441049 (2d Cir.
1995))). As for competing considerations that counsel in favor of allowing thegtrtiile
their briefs under seal, the privacy interests of the parties in preventipglihe disclosure of
private business figures and communications are not insignificant. The Coefbitber
concludes that the balance of interests is in favor of allowing the partiefs twribe filed under
seal. Leave to file under seal is therefore granted.
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Appendix

Fig. A.— Louis Vuitton Toile Monogram

Fig. B.— Louis Vuitton SPEEDY® Toile Monogram
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Fig. D— My Other Bags Zoey- Tonal BrownTote (Back)
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