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UNITED STATES DISTRICT COURT
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF PENNSYLVANIA

CASE MANAGEMENT TRACK DESIGNATION FORM

Five Below, Inc. CIVIL ACTION

V.

10Below Ice Cream, Inc. e
In accordance with the Civil Justice Expense and Delay Reduction Plan of this court, counsel for

plaintiff shall complete a Case Management Track Designation Form in all civil cases at the time of

filing the complaint and serve a copy on all defendants. (See § 1:03 of the plan set forth on the reverse

side of this form.) In the event that a defendant does not agree with the plaintiff regarding said

designation, that defendant shall, with its first appearance, submit to the clerk of court and serve on .
the plaintiff and all other parties, a Case Management Track Designation Form specifying the track

to which that defendant believes the case should be assigned.

SELECT ONE OF THE FOLLOWING CASE MANAGEMENT TRACKS:
(a) Habeas Corpus — Cases brought under 28 U.S.C. § 2241 through § 2255. ()

(b) Social Security — Cases requesting review of a decision of the Secretary of Health
and Human Services denying plaintiff Social Security Benefits, ()

(c) Arbitration — Cases required to be designated for arbitration under Local Civil Rule 53.2. ( )

(d) Asbestos — Cases involving claims for personal injury or property damage from
exposure to asbestos. ()

(e) Special Management — Cases that do not fall into tracks (a) through (d) that are
commonly referred to as complex and that need special or intense management by
the court. (Sce reverse side of this form for a detailed explanation of special

management cases.) ()
(f) Standard Management — Cases that do not fall into any one of the other tracks. (X)
December 5, 2017 Five Below, Inc.
Date Attorney-at-law Attorney for
215-981-4351 215-689-4625 carissiv@pepperlaw.com
Telephone FAX Number E-Mail Address

(Civ. 660) 10/02
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Civil Justice Expense and Delay Reduction Plan
Section 1:03 - Assignment to 2 Management Track

(a) The clerk of court will assign cases to tracks (a) through (d) based on the initial pleading.

(b) In all cases not appropriate for assignment by the clerk of court to tracks (a) through (d), the
plaintiff shall submit to the clerk of court and serve with the complaint on all defendants a case management
track designation form specifying that the plaintiff believes the case requires Standard Management or
Special Management. In the event that a defendant does not agree with the plaintiff regarding said
designation, that defendant shall, with its first appearance, submit to the clerk of court and setve on the
plaintiff and all other parties, a case management track designation form specifying the track to which that
defendant believes the case should be assigned.

(c) The court may, on its own initiative or upon the request of any party, change the track
assignment of any case at any time.

(d) Nothing in this Plan is intended to abrogate or limit a judicial officer's authority in any case
pending before that judicial officer, to direct pretrial and trial proceedings that are more stringent than those
of the Plan and that are designed to accomplish cost and delay reduction.

(e) Nothing in this Plan is intended to supersede Local Civil Rules 40.1 and 72.1, or the
procedure for random assignment of Habeas Corpus and Social Security cases referred to magistrate judges
of the court.

SPECIAL MANAGEMENT CASE ASSIGNMENTS
(Sce §1.02 (e} Management Track Definitions of the
Civil Justice Expense and Delay Reduction Plan)

Special Management cases will usually include that class of cases commonly referred to as "complex
litigation" as that term has been used in the Manuals for Complex Litigation. The first manual was prepared
in 1969 and the Manual for Complex Litigation Second, MCL 2d was prepared in 1985. This term is
intended to include cases that present unusual problems and require extraordinary treatment. See §0.1 of the
first manual. Cases may require special or intense management by the court due to one or more of the
following factors: (1) large number of parties; (2) large number of claims or defenses; (3) complex factual
issues; (4) large volume of evidence; (5) problems locating or preserving evidence; (6) extensive discovery;
(7) exceptionally long time needed to prepare for disposition; (8) decision needed within an exceptionally
short time; and (9) need to decide preliminary issues before final disposition. It may include two or more
related cases. Complex litigation typically includes such cases as antitrust cases; cases involving a large
number of parties or an unincorporated association of large membership; cases involving requests for
injunctive relief affecting the operation of large business entities; patent cases; copyright and trademark
cases; common disaster cases such as those arising from aircraft crashes or marine disasters; actions brought
by individual stockholders; stockholder's derivative and stockholder's representative actions; class actions or
potential class actions; and other civil (and criminal) cases involving unusual multiplicity or complexity of
factual issues. See §0.22 of the first Manual for Complex Litigation and Manual for Complex Litigation
Second, Chapter 33.
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF PENNSYLVANIA

FIVE BELOW, INC.,
Plaintiff, CIVIL ACTION NO.
V. :
10BELOW ICE CREAM, INC.,

Defendant.

COMPLAINT

Plaintiff, Five Below, Inc. (“Plaintiff” or “Five Below™) by and through its
undersigned counsel, files this complaint against Defendant 10Below Ice Cream, Inc.
(“Defendant” or “10Below”) and in support thereof avers as follows:

JURISDICTION, AND VENUE

1. This Court has subject matter jurisdiction under the provisions of 28
U.S.C. § 1331 as this matter arises under the laws of the United States.

2. This Court has personal jurisdiction over Defendant 10Below Ice Cream,
Inc. as the cause of action relates to the Defendant’s contacts with the forum.

3. Venue lies within this District upon the provisions of 28 U.S.C. § 1391(b)
and (c).

PARTIES

4. Plaintiff Five Below, Inc. is a corporation organized and existing under the

laws of the Commonwealth of Pennsylvania with a principal place of business located at 1818

Market Street, Suite 1900, Philadelphia, PA 19103,
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5. Upon information and belief, Defendant 10Below Ice Cream, Inc. is a
corporation organized and existing under the laws of the State of New York with a principal
place of business located at 10 Mott Street, Suite #1, New York, NY 10013.

PLAINTIFF FIVE BELOW

6. Plaintiff Five Below operates an extensive national chain of retail stores
under the mark “FIVE BELOW”. Five Below stores have become well-known for offering high-
quality, extreme value merchandise at affordable prices.

7. Five Below has used its FIVE BELOW trademark continuously in
Pennsylvania and in interstate commerce since at least September 1, 2002.

8. Five Below is one of the fastest growing retailers in the United States and
currently operates more than 600 stores throughout 32 states.

9. In 2015, Five Below opened up its largest location at 1529 Chestnut Street
in Philadelphia. Five Below’s flagship store on Chestnut Street comprises 13,000 square feet and
prominently features the Five Below name/mark on the exterior fagade.

10.  The Five Below flagship store is located just a few blocks from Five
Below’s corporate headquarters, which are based in the building located at 1818 Market Street in
Philadelphia.

1. Atail of its retail stores, including the 1529 Chestnut Street location, Five
Below offers a wide range of consumer products including candy, snack foods and ice cream
themed products.

12. The 1529 Chestnut Street location also offers for sale frozen iced

beverages.
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FIVE BELOW’S TRADEMARK APPLICATIONS AND REGISTRATIONS

I3, Plaintiff Five Below is the owner of the following United States Federal
Trademark Registrations:

4. Registration No. 4,048,994: “FIVE BELOW?” in connection with
“retail store services featuring a wide variety of goods.”

b. Registration No. 2,813,080: Stylized “FIVE BELOW” in
connection with “retail store services featuring a wide variety of consumer goods of others.”

c. Registration No. 3,650,837: “FIVE BELOW hot stuff. cool
prices.” in connection with “retail store services featuring a wide variety of consumer goods of
others,”

d. Registration No. 4,691,708: “FIVE BELOW” in connection with
“retail store services featuring a wide variety of consumer goods of others.”

14, In addition to the aforementioned Registrations, Five Below has
applications pending before the United States Trademark and Patent Office for the registration of
additional trademarks. One of the pending applications is for the mark “FIVE & TEN BELOW”
in connection with “retail and online store services featuring a wide variety of consumer goods of
others, namely, fashion apparel and accessories, jewelry, bath and body products, beauty care,
nonequestrian sports and fitness goods, toys, games, room décor, candy, snacks, beverages,
school and art supplies, crafts, cards, party supplies, books, DVD’s, media accessories, novelty
items, and seasonal productions™ (Application No. 86/104,300).

15.  Another Five Below pending application is for the mark “TEN BELOW"
in connection with “retail and online store services featuring a wide variety of consumer goods of
others; namely, fashion apparel and accessories, jewelry, bath and body products, beauty care,

nonequestrian sports and fitness goods, toys, games, room décor, candy, snacks, beverages,

-3-
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school and art supplies, crafis, cards, party supplies, books, DVD’s, media accessories, novelty
items, and seasonal products” (Application No. 86/104,317).

16.  Plaintiff’'s “FIVE & TEN BELOW” and “TEN BELOW” applications
were both filed on October 29, 2013, which, as set forth below, is prior to Defendant’s purported
adoption of its name/mark.

17.  Five Below uses its FIVE BELOW mark extensively in advertising and
spends approximately $25 million to $30 million annually advertising the FIVE BELOW mark
and the goods and services thereunder.

18.  Five Below’s net sales under its FIVE BELOW mark for fiscal year 2016
exceeded $1 billion.

DEFENDANT 10BELOW

19.  Upon information and belief, Defendant opened its first retail location in
or about May of 2015 at its principal place of business on Mott Street in New York, New York.

20.  Upon information and belief, Defendant now operates five locations, four
of which are located within New York City.

21.  In September of 2017, Defendant opened its first store outside of New
York City at 42 S. 17th Street in Philadelphia, Pennsylvania.

22, Defendant’s store at 42 S. 17th Street is in a location that is almost
equidistant between Five Below’s corporate headquarters (approximately 700 feet from
Defendant’s retail store) and flagship retail store (approximately 1,000 feet away).

23. On November 15, 2016, Defendant obtained Registration No. 5,081,529

from the United States Patent and Trademark Office for the mark “10Below Ice Cream.”
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24,  Notably, Defendant’s Trademark Registration was obtained only in
connection with “ice cream” and not in connection with use in association with retail store
services.

25.  In addition, prior to granting the registration, the United States Patent and
Trademark Office required Defendant to disclaim the words “ice cream” from the applied for
mark. Thus, the only protectable rights it enjoys in its mark arise from the use of “10BELOW”,

26.  Upon information and belief, retail stores that sell ice cream routinely
include retail store services within the description of goods and services for which their
trademarks will be used.

27. By way of example, the trademark registrations for Baskin-Robbins
(Yretail ice cream store services™), Cold Stone Creamery (*restaurant and ice cream store
services”) and Dairy Queen (“restaurant services; retail soft serve ice milk confectionary store
services; retail ice cream confectionary store services™) all include the operation of a retail store
within the recitation of goods and services for which the mark will be used.

28.  Upon information and belief, Defendant did not apply for “retail store
services” in its recitation of goods and services in its application in an effort to avoid the
Examining Attorney denying the application as a result of similarity with Plaintiff’s applications
and registrations used in association with retail store services.

29.  Upon information and belief, Defendant’s poods can only be purchased at
one of the five retail store locations operated by Defendant.

30.  Defendant uses the “10Below” mark to identify its stores and not merely

the goods (ice cream) offered for sale therein.
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31. Defendant emphasizes the “10Below” portion of its mark by, for example,
utilizing a significantly larger type face size for the “10Below” portion of the mark compared to
the font size in which “ice cream” appears.

32. Upon entering their location, employees of 10Below greet patrons with the
salutation “welcome to 10Below” without the ice cream portion of the mark.

33.  In addition, Defendant’s cup in which its products are provided to the
customer have a graphical depiction of its mark wherein the “10Below” portion appears in

significantly larger font and the “ice cream” portion of the mark is virtually imperceptible:

34.  In addition, Defendant advertises and promotes its goods and services on
social media, including, but not limited to Twitter, with the hashtag #10Below.
35.  Finally, consumers typically refer to Defendant as simply “10 Below”.

DEFENDANT’S MARK IS LIKELY TO CAUSE CONFUSION

36. Upon information and belief, consumers and the public at large generally refer
to  Defendant as simply “10 Below” or “Ten Below”. See, eg.,
https://philly.eater.com/2017/9/6/16262862/rolled-ice-cream-10-below-philadelphia; see also

hitps://www.whitepages.com/business/NY/New%20Y ork/ten-below-ice-cream/b-17bzjjw.



Case 2:17-cv-05436-PBT Document 1 Filed 12/05/17 Page 12 of 15

37.  Upon information and belief, Defendant’s use of the 10Below mark has

caused, and if not enjoined is likely to continue to cause, actual confusion.

38.  Defendant’s 10Below mark uses a type font confusingly similar to the

type font in which Plaintiff’s Five Below mark is generally presented.

39. Moreover, because both the goods of both parties cost less than $10,
consumers are unlikely to exercise a significant degree of care before purchasing, which further

enhances the likelihood of confusion.

40.  Upon information and belief, Defendant had full knowledge of Plaintiff’s
exclusive and well-established proprietary rights in and to the Five Below Trademarks, but

continue to proceed in complete disregard of Plaintiff’s rights.

41.  Unless enjoined by this Court, Defendant will continue offering for sale,
selling, distributing, and marketing goods and services branded under an infringing mark and

name, causing Plaintiff irreparable injury and for which Plaintiff has no adequate remedy of law.

42.  On August 14, 2017, prior to the opening of Defendant’s Philadelphia
location, Plaintiff sent Defendant a cease and desist letter wherein it objected to Defendant’s use

of the 10Below name and mark.

43.  In addition, Plaintiff’'s August 14, 2017 letter noted that Defendant’s use
of a confusingly similar name and mark had already caused actual confusion and that
Defendant’s intended expansion into the Philadelphia region, in close proximity to Plaintiff’s
corporate headquarters and flagship store, would inevitably result in additional confusion going

forward.
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44, Nevertheless, Defendant refused to cease use of the infringing 10Below
name and mark. Instead, it opened its store in Philadelphia on September 23, 2017 under the

10Below mark.

COUNT 1

Infringement of Federally Registered Trademarks
Under 15 U.S.C. § 1114 of the Lanham Act

45.  Plaintiff incorporates by reference the allegations contained in Paragraphs

1 through 44 as if fully set forth herein.

46.  Plaintiff owns the valid Federally-Registered Trademark rights to the Five

Below mark in connection with retail store services featuring a wide variety of goods.

47.  The name and mark 10Below has already created a likelihood of confusion

and will further create a likelihood of confusion in the marketplace.

48.  Defendant uses the 10Below mark in connection with retail store services
similar to those offered under the Ten Below mark and in connection with goods that are similar
to those sold by Plaintiff has caused, and will cause, a likelihood of confusion as to affiliation,
association and sponsorship.

49.  As a result of Defendant’s adoption of a confusingly similar name and
mark, actual confusion have already occurred and will continue to occur.

50.  Plaintiff has and will suffer irreparable damage to its business and goodwill
by reason of Defendant’s adoption of a confusingly similar name and mark unless Defendant is

restrained and enjoined therefrom, and Plaintiff is without an adequate remedy at law,
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COUNT 11

Statutory Dilution under Pennsylvania Law

51.  Plaintiff incorporates by reference Paragraphs 1 through 50 of this

Complaint as if fully set forth herein.

52. Plaintiff’s first use of the Five Below mark occurred in September 2002,

Defendant’s first use of its name and mark was on July 17, 2015.

53.  Plaintiff's Five Below mark was famous and distinctive in the
Philadelphia area and the Commonwealth of Pennsylvania long prior to Defendant’s first use of

its name and mark.

54.  Upon information and belief, the general public would view the 10 Below
name and mark and recognize that Plaintiff is the source of the goods and services associated

with the Five Below mark.

55.  Defendant’s use of a 10 Below name and mark is likely to cause dilution

of Plaintiff’s famous Five Below mark.

56.  Defendant’s dilution of Plaintiff’s famous Five Below mark is knowing

and willful.

57.  Asadirect and proximate result of Defendant’s unlawful acts, Plaintiff has

suffered and will continue to suffer irreparable harm.

COUNT III

Common Law Unfair Competition

58.  Plaintiff incorporates by reference Paragraphs 1 through 57 of this

Complaint as if fully set forth herein.
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59. By engaging in the above described conduct, including the unauthorized
use of a name and mark confusingly similar to Plaintiff’s Five Below Mark, Defendant has

engaged in unfair competition.

60.  Defendant’s conduct is contrary to honest commercial practices.

61.  Defendant’s offering of goods and services under a name and mark that is

likely to cause confusion with Plaintiff’s Five Below mark injures Plaintiff’s reputation.

WHEREFORE, Plaintiff Five Below, Inc. demands that:

A. Defendant 10Below Ice Cream, Inc., including all directors, officers,
partners, agents, servants, employees, representatives, and attorneys, and all persons in active
concert or participation with it, be permanently enjoined from using the 10Below mark and name
or any infringing or colorable imitation of the Ten Below Trademarks in connection with retail
store services; and

B. Plaintiff be awarded such other and further injunctive relief as this Court

may deem proper and just.

Vincent V. Carissifii
Noah S. Robbins
Pepper Hamilton LLP
3000 Two Logan Square
Eighteenth and Arch Streets
Philadelphia, PA 19103
Tel.: 215-981-4000
Email: carissivi@pepperlaw.com

robbinsn@peppertaw.com

Attorneys for Plaintiff

Dated: December 5, 2017 Five Below, Inc.
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